pitm APTfS/ ARGUMENTS 
Claim Rejections - 35 USC§102 
, . The Examiner rejected Cairns 1 , 2, and 4 under (102(b) as being anticipated by Benson. 

« . . • , tn more clearly state how the elements of the claimed 
i^^^.S-^Cllu.pnorar,. Support*^ 
2£S-hW on page 2, ... 24-28 of the app.icn.ton. 

3 »A Cain, is anticipated only if each and ^.^T^^aTa^ 
either expressly or inherently d^ribed » a ^.^SSmiwa OWL Or. 1987). 'The 
Union Oil Co. of California, 814 F 2d. 628, 631, 2 . USPQ2d W 0 ^ 

identica, invention must be * ^^9.3, .920 (Fed. Cir. 1989). 

Richardson v. Suzwfa Motor Co., 828 F.2d uzmzjo, ? 

MPEP § 2131. 

4 . Cairn 1 hasbeen amended to include .he ^J^S^S^ 
confignred with a locking mechanism i that engages an | d.sengagea ^« »> ■ ^ 
lockingmechanismwomdhc^ 

locking mechanism wonld be dtsengaged thereby t ^ hes aw fom te 

shape of the bag. Benson does not show this stnreture. Benson <™™ e for K ^ 

structure in providing adjnstable lockmg J^StST* mention in 

various shapes and sizes of bags and to^ mta. tote tnouth of su^ ^ ^ ^ 

S:5^2^^ ^ ^■ , *■ ,,,ta, • - * ,,4 * , " , * 

Claim Rejections - 35 USC §103 

5. The Examiner rejected Cairn 3 under § .03(a) as being unpatentab.e (obvious) over 
Benson in view of Monahan. 

6 . .,o establish ^rina facie ease »^^"„"5*,» 
tee must be some suggestion or mottvatton, e.then ' Second> ^ must be 
skill in the art, to modify the reference or » C ^^*SS^"««-" 

1438 (Fed. Cir. 1991)." MPEP § 706.02(j). 
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and expands after the bag is installed. 

lacking in the reference. 

The examiner finds One claimed ^J^^X^SS^^*** 

^tJiSlSS^Sd in me art" synonymous with obviousness 

German patent and we can conceive of no reason. 
Ex pane GerU.cn and Woerner, 212 USPQ 471 (PTO Bd. App. 1980) (emphasis in original). 

(Monaham). These two patents teach away from each other. 

CTlhe Examiner relied upon hindsight to arrive at the determination of B is 

invention.' [citations omitted] 
/„ „ FrUch 972 F.2d 1260, 23 USPT2d 1780, 1784 (Fed.Cir. 1992), (in part quoting from In re 
^HmVMimi. 1075.5 USPQ2d 1596, 1600 (Fed. Cm 1988)). 

U. To draw on hindsight know.edge of the patented »^^,iZ^So« 
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That is exactly what the Examiner is doing here. 

1 9 Benson and Monahan are complete and functional without the need for modification. 
Absent nedtrodmcation to provide functionality, the references could never lead one to 
make modifications to meet the claims. 

13. The initial burden is on the Examiner to provide some suggestion of the desirability of 
doing what the inventor has done. 

'To suoDort the conclusion that the claimed invention is directed to obvious subject 
JrSSrences must expressly or impliedly suggest the claimed invention or 
£££ must present a convincing line of reasoning ^£^£1 
have found the claimed invention to have been obvious in light of the teachings 

references." 

b Pane Clapp, 227 USPQ 972, 973 (Bd. Pat. App. and Inter. 1985). MPEP § 706.02© 
(emphasis added). 

14. This suggestion for modification must be motivating. 

"The prior art must provide one of ordinary skill in the art the motivation to make the 
p^rmde^ularLdifications needed to arrive at the claimed compound. 

In re Jones, 21 USPQ2d 1941, 1944 (Fed. Cir. 1992) (emphasis added). 

, 5 Even if the prior art may be modified as suggested by the Examiner, the modification ^ 

unless the desirability of such a modification is suggested by prior art). Uting 
F.2dat902, 221 USPQ at 1127. 

i * Moreover the motivating suggestion must also be explicit. An invention cannot be 
Id oS l C* I "some 8 e S xp.icit teaching or suggestion in ° f 
binary skill to combine such elements so as to create te ~™W) 

International Royalty Corp. v. Wang, 48 USPQ.2d 1139, 1140 (D.C.D.C. 1998). 

17 The Examiner's suggested combination is not explicit, nor is it motivated, suggested, or 
even desirable. No prima facie case of obviousness has been made. 
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1 8. Benson is clear that the locking means is intended to lock the opener into a fixed shape 
for use. Otherwise there would be no reason to provide for adjustability in allowing the opener 
to be locked into a desired circumference. Additionally, Benson is clear that the opener is m 
"cylindrical form and so retained in locked snugly conforming position during the filling 
thereof." These two references clearly teach away from one another. 


If the Examiner feels it would advance the application to allowance or final rejection, the 
Examiner is invited to telephone the undersigned at the number given below. Reconsideration 
and allowance of the application as amended is respectfully requested. 

DATED this 14 th day of November 2003. 


I HEREBY CERTIFY that this correspondence is being deposited with the United 
States Postal Service on the below date as first class mail in an envelope 
addressed to: 


Conclusion 


Very respectfully, 



STEPHEN M. NIPP 
Reg. No. 46,260 
(208) 345-1122 


CERTIFICATE OF MAILING 


Honorable Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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